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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre- AIPA 35 U.S.C. 102(e)). 

2. Claims 1,4,10-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Hochman 
(U.S. patent 5,838,685) 

Regarding claims 1 and 10 Hochman teaches: A method for the transmission of 
image data from a sender to a recipient, comprising the steps of inserting at the location 
of the sender into a data transmission including an image format portion data identifying 
the address of the intended recipient of the image-format portion of the transmission 
and message tracking data (please note Fig. 5 column 5 lines 9-15 where Hochman 
teaches the insertion of the recipient's email address while tracking the message data 
through the handshaking technique) transmitting the data transmission over a 
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transmission system from the sender's location to an intermediate point of presence 
facility (please note Fig. 5 column 5 lines 35-43 where the sending facsimile machine 
sends the fax to the receiving facsimile) and receiving the data transmission by the point 
of presence facility and re-transmitting the data comprising the image portion to the 
identified address of the recipient (please note Fig. 5 column 5 lines 44-55 where the 
email transmission is prepared and send is step 12 of Fig. 5). 

Regarding claim 4 Hochman et al teaches The method of claim 3 including the 
further step of stripping the message tracking data from the data transmission at the 
point of presence facility before retransmission (please note column 5 lines 47-48). 

Regarding claim 11 Hochman discloses: The method of claim 10 wherein the 
identified address of the recipient is a telephone number associated with a facsimile 
reception apparatus and said re-transmission includes a portion over a telephone line 
linked to the facsimile reception apparatus (please note Fig. 5 items 100 to 106 column 5 
lines 15-43). 

Regarding claim 12 Hochman teaches The method of claim 10 wherein the 
transmission from the sender to the point of presence Facility is in the form of an e-mail 
transmission (please note column 5 lines 47-50). 

Regarding claim 13 Hochman discloses: The method of claiml wherein the step 
of transmitting the data transmission over a telephone system from the sender's location 
to an intermediate point of presence facility include converting the image data to 
facsimile format and transmitting the image data in the facsimile format (please note 
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abstract where Hochman et al teach the chosen format to be transmitted to the 
presence facility). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

£ N 

4. Claims 2-3,5,8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hochman (U.S. patent 5,838,685) in view of Denker (U.S. patent 6,404,513) 

Regarding claim 2 and 14 Hochman does not quit teaches, The method of claim 
1 wherein the message tracking data inserted comprises at least one of accounting , 
audit and documentation data. On the other hand Denker teaches 
The method of claim 1 wherein the message tracking data inserted comprises at least 
one of accounting , audit and documentation data (please note column 3 lines 1-4 
where the messages being tracked, also note column 2 lines 55-67).). 
Therefore it would have been obvious for one of ordinary skill in the art to modify the 
teaching of Hochman et al by tracking the message delivery of the facsimile such as 
taught by Denker 

Regarding claim 3 Denker teaches The method of claim 2 further including the 
step of processing the message tracking data by the point of presence facility (please 
note column 4 lines 66-67 and column 5 lines 1-12). 
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Regarding claim 5 Denker further teaches The method of claim 1 further 
including the steps of: inserting at the location of the sender into the data transmission 
data identifying an address of the sender; and sending a confirmation message to the 
sender's address by the point of presence facility after re-transmitting the data 
comprising the image portion to the recipient's identified address (please note column 4 
lines 1-6 and column 5 lines 9-12). 

Regarding claim 8 Denker teaches The method of claim 6, wherein the address 
of the sender is an e-mail address and the step of sending a confirmation message 
includes forwarding an e-mail message to the sender's e-mail address (please note 
column 6 lines 55-56). 

Regarding claim 9 Denker discloses: The method of claim 1 further 
Including the steps of generating a confirmation message by the point of presence 
Facility after re-transmitting the data comprising the image Portion to the recipient's 
identified address and allowing the sender access to the confirmation message (please 
note Fig. 2 item 44 column 4 lines 59-65 where the conformation message was send to 
the sender). 

Claim Rejections - 35 USC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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6. Claims 6-7 rejected under 35 U.S.C. 103(a) as being unpatentable over Hchman (U.S. 
patent 5,838,685) in view of Denker (U.S. patent 6,404,513) and further in view of Bloomfield 
(U.S. patent 6,025,931) 

Neither Hochman nor Denker teach or suggest an address of the recipient being 
an email address and forwarding the data as an email attachment to the recipient's 
email address, as recited in the claims 6 and 7 this limitation however is taught by 
Bloomfield (column 6 lines 47-65) such the limitation enables a recipient to receive the 
image data either at his or her computer or a receiving facsimile terminal, thereby 
enhancing versatility. Thus it would have been obvious for one of ordinary skill in the art 
to modify the combined teachings of Denker and Hochman et al by providing for email 
reception of image data as taught by Hochman et al. 

Contact Information 

> Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Saeid Ebrahimi-Dehkordy whose telephone number 
is (571)272-7462 . 

The examiner can normally be reached on Monday through Friday from 8:00 a.m. to 
5:30 p.m. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kimberly Williams, can be reached at (571) 272-7471. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 
Or faxed to: 
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(571 ) 273-8300, (for formal communications; please mark 
"EXPEDITED PROCEDURE") 

Or: 

(703) 306-5406 (for informal or draft communications, please label 

"PROPOSED" or "DRAFT") 
Hand delivered responses should be brought to Knox building on 501 Dulany 
Street, Alexandria, VA. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group Receptionist whose telephone number is (703) 305-4750. 

Saeid Ebrahimi-Dehkordy ^ \h)/JJiuL^nx^i 

Patent Examiner kimberly Williams 
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